Many kudos to Mike Maki, for his overview of trademarks.  Although a great start, the subject is much deeper and complicated that those nine pages could contain.  For your consideration, and with assistance from the United States Patent and Trademark Office, here a few of the intricacies of trademarks and applications. 

A trademark is not necessary to own a business or have rights.  A registration may be very helpful.  However, rights may be obtained by Common Law through use.  Many businesses do not have a trademark.  One reason is the desired mark is difficult to obtain.  Many businesses, instead, utilize a properly filed business license or state registered trademark.  This is legal and an acceptable business practice. Two examples would be Pageantry Magazine and United Nation Pageant, neither of whom has a federally registered trademark.

Although the forms are easy to fill out, obtaining a trademark is not necessarily easy.  For varied reasons, there are instances of multiple applications, each with the appropriate fee of nearly $400.00, per attempt at registration.  Examples are Mrs. Galaxy and Miss Teen United States.  Even with multiple attempts, there is no guarantee of a granted registration.  Miss Teen United States is currently live, but not registered and has an earlier failed attempt.

Of import when applying is the name or logo used in the mark.  There are some names that are considered by the USPTO to not be appropriate for registration.  Among these are marks in which too many titles are used.  For example: Miss, Mrs., Classic Ms. and Elegant Queen.  To register, one must apply separately for each title.  A combined marks register may be obtained, but it must be listed and appropriately filed as such, and must contain the application fee for each title (i.e. Miss, Mrs., Classic Ms. And Elegant are four separate titles).

It is also important to describe EXACTLY the goods and services for which you are applying.  If you apply for a-z, but only actively do a-p, then you may experience difficulty when filing for your renewal.  You may be required to provide documentation of use for each and every description of the goods or services.  If you cannot substantiate your use or appropriate non-use, then your mark may be cancelled and you need to start over again.

 If you check the registers you will find many pageants are NOT registered.  Some, who are, have had to submit multiple times in order to get a mark approved.  Unfortunately, it’s not just how you write your submission, but also who receives it (i.e. the examiner).  At times, it appears the examiners of the USPTO are not looking at the same registration guidelines.  While one application may be rejected by one Examiner, a second may not agree with or refuse a mark upon the same merits. 

There are instances wherein a mark of the exact same characters in the exact same class is entered, but both are allowed to continue.  For example, there are two Mr. Worlds.  One owned by the Miss World Company, the second is owned by another entity.  Both are registered.  Go figure!

Even a registered mark can be cancelled.  There have been cases wherein long-standing common law rights have prevailed over newly minted registrations.  A more common loss occurs when Registrants forget to file the Declaration of Continued use.  This states that you are still using the trademark.  You must be aware of this.  The USPTO does not send you a reminder to do this.

You can obtain Common Law Rights through use. Examples are Pageantry Magazine and United Nation Pageant. Neither has registered marks. When there is no registered mark, the rights go to the person who can substantiate actual use. When a mark is still live and or pending that would take precedence over the above. If two marks are similar and applied for, the one filed first wins, even if the later filed has more "rights" through common law. 

When a mark is registered, only the mark as shown can be protected. For example, Miss Hot Dog Candy Queen as a registration can only use it as specifically set forth in that example. Miss Hot Dog is not protected and may infringe upon some one else’s property. For Hot dog Candy queen to peruse in court Miss Candy Queen is disputable. Although similar, it is not the mark as registered. 

If a mark is not used in the area as defined by it's descriptive goods, such as an association that then decides to hold a pageant with the association name, then the mark is outside of it's jurisdiction. Although they could probably get away with it for a while, if a pageant registers under that name, they may loose the rights and find themselves in court.  The association would need to file an additional application with that particular set of goods and services (i.e. pageant) in that particular group number. 

The use of ™ or (sm) is appropriate any time you want to “mark your turf.”  These symbols indicate that the owner as “branded” considers certain goods and services.  Typically, this means the owner has or intends to file for a trademark.  It is not necessary to file for a mark and use the above symbols.  The placement of the symbols is also important.  Miss Hot Dog™ Candy Queen is different than Miss Hot Dog Candy Queen™.  The placement indicates what portion is the branding or mark.

The use of ® is for a registered mark.  Having searched the USPTO registers, there are many registrations which have expired or been cancelled.  The owners of these marks may not be aware their registration has been cancelled and are using them erroneously.  

Those are a few of the finer points.  There are so many layers to the issues of intellectual property; it’s no wonder the lawyers are paid so well.  To follow are a few points as stated directly from the USPTO website.

From the USPTO Web site www.uspto.gov 

Is registration of my mark required? 

No. You can establish rights in a mark based on legitimate use of the mark. However, owning a federal trademark registration on the Principal Register provides several advantages, e.g., 

· constructive notice to the public of the registrant's claim of ownership of the mark; 

· a legal presumption of the registrant's ownership of the mark and the registrant's exclusive right to use the mark nationwide on or in connection with the goods and/or services listed in the registration; 

· the ability to bring an action concerning the mark in federal court; 

· the use of the U.S registration as a basis to obtain registration in foreign countries; and 

· the ability to file the U.S. registration with the U.S. Customs Service to prevent importation of infringing foreign goods.

When can I use the trademark symbols TM, SM and ®?
Any time you claim rights in a mark, you may use the "TM" (trademark) or "SM" (service mark) designation to alert the public to your claim, regardless of whether you have filed an application with the USPTO. However, you may use the federal registration symbol "®" only after the USPTO actually registers a mark, and not while an application is pending. Also, you may use the registration symbol with the mark only on or in connection with the goods and/or services listed in the federal trademark registration. 

What does the USPTO do?

The United States Patent and Trademark Office (USPTO) reviews trademark applications for federal registration and determines whether an applicant meets the requirements for federal registration. We do not decide whether you have the right to use a mark (which differs from the right to register). Even without a registration, you may still use any mark adopted to identify the source of your goods and/or services. Once a registration issues, it is up to the owner of a mark to enforce its rights in the mark based on ownership of a federal registration. 

Are there other reasons the examining attorney might refuse my mark? 
Yes. In addition to likelihood of confusion (discussed above), an examining attorney will refuse registration if the mark is:

· primarily merely descriptive or deceptively misdescriptive of the goods/services; 

· primarily geographically descriptive or primarily geographically deceptively; misdescriptive of the goods/services; 

· primarily merely a surname; or 

· ornamental. 

This is not a complete list of all possible grounds of refusal.

I am not a lawyer.  The United States Patent and Trademark Office have provided me with the information and explanations used to compose this piece.  Many thanks to them.

